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WAYNE R. GRAY,

Applicant.
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APPLICANT’S OPPOSITION TO
OPPOSER’S MOTION FOR PROTECTIVE ORDER

Opposer X/Open Company Limited (“X/Open™) has moved for a protective order in response to
applicant’s discovery requests which are currently outstanding, both to opposer and to two different third
parties who evidently owned the marks in suit prior to the claim of ownership by opposer. As stated by
opposer, most of the discovery should not be allowed because the requests “...are contrary to the Board’s
discovery orders, unduly burdensome, and designed to harass both X/Open and its licensees.”"

More particularly, opposer claims that applicant has served it with 265 pages of discovery
requests, plus an additional 19 pages of discovery requests upon third parties, about which it also
complains. Only somewhat later in the motion’ does opposer admit that of the total, the majority (160
pages) were exhibits (attached to applicant’s Requests for Admissions) intended to save time and effort
for the opposer. In an actual count, however, the real picture is quite different. While it is true that
applicant served requests for admissions, interrogatories and requests for productions of documents, each
of those contained boilerplate instructions and the like, and the interrogatories were spaced one to a page
even if it was a very small question {(in addition to the many pages of exhibits attached for the

convenience of opposer to the Requests for Admissions). In reality, if all that discovery promulgated to

' Opposer’s motion at 1.
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opposer is stripped of the ancillary items just mentioned, the grand total is 66 pages. Similarly, the 19
pages claimed for the third parties turn out to be 11 (5 to one and 6 to the other).

Next, opposer claims that most of the discovery requests are in direct violation of this Board’s
discovery order because they duplicate some of applicant’s earlier discovery requests promulgated on
October 6, 2003 which were disallowed by the Board. However, the earlier discovery requests by
applicant were predicated upon applicant’s motion to extend discovery, since those requests were out of
time. This Board denied the request for a discovery extension, saying,

Applicant’s motion to extend discovery is denied. Discovery closed on August 7, 2003.

In view of the denial of applicant’s motion to extend, applicant’s service of discovery

requests after the close of discovery are untimely, and opposer need not respond to those

discovery requests.3
Accordingly, this Board never issued an order on the substance of any of applicant’s earlier discovery.

Rather, in its April 12, 2004 order permitting the Second Amended Answer, this Board
specifically permitted discovery to be taken with respect to the issues raised by the amendments.
Accordingly, even if some of the current discovery requests were to turn out to be similar to those
disallowed earlier, there can be no doubt that they are to be allowed at this time providing they fall within
the limits of the issues raised in the amended pleading. Accordingly, all reference by opposer to prior
discovery issues is irrelevant. Only the limitations set out in this Board’s April 12, 2004 order are
relevant, and all current discovery is to be judged only in accordance therewith, together with the
applicable rules. Accordingly, X/Open’s request “...that the Board order that X/Open and its licensees
need not respond to Gray’s discovery requests...”™ on the grounds of the prior (October 24, 2003) ruling
must be denied.

In its April 12, 2004 order permitting the Second Amended Answer and permitting additional
discovery, this Board noted that

Applicant has supported his motion to amend his answer, affirmative defenses, and

counterclaim with submissions indicating that at_a minimum, there may be a question as to the
scope of the 1995 agreement between Novell and SCO, and whether it included a transfer at issue

% Opposer’s motion at 3.
* TTAB Order mailed October 24, 2003, at 2-3.
* Opposer’s motion at 2.
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here; the nature of the relationship between Novell and SCO prior to the assignment from Novell
to_opposer of the registrations, whether Novell had ownership rights in the marks and

registrations to transfer to opposer in 1999, and the nature of any such rights.
*

*
*

Accordingly, discovery is reo?ened solely with respect to the matters arising from the
amendments to applicant’s pleading....

Review of the new portions of applicant’s Second Amended Answer beginning with paragraph
20 at page 4 thereof, as well as applicant’s motion to file same, shows that the general topics amended
include lack of standing due to prior transfer or assignment in gross, continuity of ownership, fraudulent
deed of assignment, and abandonment due to naked licensing and the like, including separation of the
marks from the goods (“computer programs” for the ‘203 registration and “computers” for the ‘593
registration) for which registrations were initially sought and granted. Of course, the end result of all of
the new issues affect opposer’s claim of ownership in the UNIX marks, as admitted by opp{)ser.6

However, opposer interprets the new discovery to be limited to the transaction in which Novell

transferred the marks to X/Open. “Discovery is clearly limited to the sole issue of Novell’s transfer of the

UNIX mark to X/Open...”” Opposer seeks to greatly limit this new discovery far more than the
limitations contained in this Board’s April 12, 2004 Order: “Documents concerning X/Open’s ownership
of the UNIX mark are outside the scope of discovery to the extent they concern events prior to Novell’s
transfer of the UNIX mark.”® That phrase (“Novell’s transfer of the UNIX mark [to X/Open]”) in fact is
used approximately 40 times in its Motion for Protective Order, not counting other phrasing of the same
meaning, such as “the transfer of the UNIX mark from Novell to X/Open.” Opposer urges that this Board
take the position that “the ownership of the UNIX mark is outside the scope of discovery...” except for a
few facts that opposer would let the Board consider. Clearly, this Board’s April 12, 2004 Order, quoted
in relevant part above, is not so limited, and this Board cannot take such an unjustified position.

Counsel for opposer did attempt to settle this discovery dispute prior to filing the present Motion

® TTAB Order mailed April 12, 2004, at 10-11 {emphasis added).

¢ Letter from Evan A. Raynes, Esquire at p. 1 (Exhibit A to Opposer’s Motion for Protective Order).
7 Letter from Evan A. Raynes, Esquire at p. 1 (Exhibit A to Opposer’s Motion for Protective Order).
# Letter from Evan A. Raynes, Esquire at p. 2 (Exhibit A to Opposer’s Motion for Protective Order).
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for Protective Order, as shown in his letter of May 19, 2004.'° However, it should be noted that applicant
has diligently pursued the new discovery issues as permitted by this Board, while opposer sat on the
discovery requests for approximately 2 weeks, and then in that referenced letter gave the undersigned
counsel for applicant approximately 18-20 hours to agree with his objections, failing which the present
Motion for Protective Order (evidently already prepared) would be filed. Opposer incorrectly states that
applicant “declined™"' to amend his discovery requests. As shown in the letter from the undersigned
counsel for applicant to opposer’s counsel dated that same day (May 19, 2004),” it was merely pointed
out to opposer that the schedule was unworkable but that “we will certainly take another look at
everything.” Indeed, as shown later herein, applicant is willing to compromise in a great many areas.

Opposer further states that the applicant’s “clear intention was to further delay this matter.” On
the contrary, applicant has acted diligently in promulgating discovery as outlined by this Board in its
April 12, 2004 Order, and fully expected to be able to finish such discovery by the current deadline,
which is July 1, 2004. However, because the answers to this discovery are obviously going to be required
in a deposition of the opposer, and because of the delay due to opposer’s present Motion for Protective
Order, and because it is obviously unreasonable to expect an immediate ruling on this matter since
opposer has yet to reply, it is opposer who has caused a delay and in fact has essentially made it
impossible to adhere to the present schedule. An additional extension almost certainly will be required
due to these delaying actions of opposer.

Additionally, opposer sought to further delay and obstruct these proceedings by contacting the
two third-party deponents, Novell and SCO, and coordinating its objections with them. For example, see
the letter from Ryan E. Tibbitts, Esquire to David L. Partlow, Esquire dated May 21, 2004 in which

general counsel for SCO objects to the deposition subpoena, acknowledging that he had received a copy

* Opposer’s motion at 8.

' Letter from Evan A. Raynes, Esquire (Exhibit A to Opposer’s Motion for Protective Order).

! Opposer’s Motion at 4,

' Letter from David L. Partlow, Esquire dated May 19, 2004 (Exhibit B to Opposer’s Motion for Protective Order).
" Opposer’s Motion at 4.

" Exhibit 1 attached hereto.
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Below, applicant addresses, in order, opposer’s specific objections”™ to each discovery item.
Second Request for Production of Documents
L Applicant has no problem in considerably narrowing this request.”’ As amended, the request
clearly bears at least upon the new affirmative defenses regarding lack of standing and abandonment that
are raised in new paragraphs 20, 21 and 23 of the Second Amended Complaint.
2. Applicant submits that this request is squarely on point, and in accordance with this Board’s
Order of April 12, 2004. For example, if opposer has documents establishing its ownership of the marks
in suit, it should provide them; conversely, if it does not have them, this will bear upon its standing to
oppose, an issue raised in new paragraphs 20 and 21 of the Second Amended Answer.
3. Applicant hereby withdraws this request for documents.
5 UNIX 93 is understood to be a standard that was used to certify any given item of software to
determine whether or not it contained, or was derived from, AT&T Unix source code. UNIX 95 and later
versions are understood to be standards that were not used to certify software as containing or being
derived from AT&T Unix source code. None of these “standards™ appears to constitute either a computer
program or a computer, and therefore the request is relevant in that it bears upon abandonment of the
mark for computers (the ‘593 registration in suit) and for computer programs (the ‘230 registration in
suit). As shown in Exhibit 8 attached to the Request for Admission and also provided™ to opposer on
November 25, 2003 as part of applicant’s response to opposer’s request for production of documents, the
requested information clearly bears on the issue of abandonment because in that Exhibit (at p.2)” opposer
clearly states, "The Open Group has separated the UNIX trademark from any actual code stream
itself...."

Nonetheless, applicant believes that the request may be clarified by substituting the phrase “as it

2 The general, non-specific nature of some of opposer’s objections make response impossible.

2! See the “Maodified Discovery Items” filed concurrently herewith.

2 yolume 1, Chapter 13, Document M.

3 Interestingly, at page 1 of the same Exhibit, the president and CEO of The Open Group is quoted as saying,
“Whoever said that ‘the first casualty of war is truth’ probably did not expect that it would be quoted in a dispute
amongst systems vendors.”
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pertains to” for the phrase “is involved with” in the request.” With this change, it is submitted that the
request is entirely within the prescribed discovery limits, as it bears upon the abandonment and naked
licensing issues raised in new paragraphs 20 et seq. of the Second Amended Complaint.
8. Applicant agrees that in its broadest sense, the word “all” could be interpreted as covering 100
much territory in this case. However, some documents in this area are clearly relevant, and accordingly
perhaps some clarification would be in order, by substituting for the word “concerning” the phrase
“interpreting and/or explaining and/or specifically questioning”; see the reworded version of No. 8.7
Although opposer would prefer to limit the consideration of amended material to a counterclaim,
this Board’s decision on April 12, 2004 was not so limited, and applied to all the amendments made. One
new affirmative defense was stated in new paragraph 20 beginning at page 4 of the Second Amended
Answer, raising the issue of a prior transfer of the Unix trademarks that was specifically made to SCO,
according to the 1995 Asset Purchase Agreement between SCO as buyer and Novell as seller.
11-13. A reasonable compromise, calculated to produce documents strictly in accordance with the
Board’s discovery limitations, would be to delete Nos. 11 and 12, and reword No. 13.° Such documents,
if they exist, would clearly bear on the “continuity of the Unix products™ associated with the marks in
suit, as set forth in the Second Amended Answer, specifically new Paragraph 21 at page 5 thereof,
relating to lack of standing due to assignment in gross. It appears that earlier assignments (up to Novell)
properly assigned the Unix marks together with the associated business and goodwill, while the only
subsequent assignment to do so was part of the 1995 asset purchase by SCO.
14-16. A reasonable compromise, calculated to produce documents strictly in accordance with the
Board’s discovery limitations, would be to delete Nos. 14 and 15, and reword No. 16 See also
comments in 11-13 above as to references to new Paragraph 21 at page 5.
17-19. These requests are proper in their present form. See comments detailed in No. 1 1-13 above.

20-22. These requests are proper in their present form. See comments detailed in No. 11-13 above.

;‘ See the “Modified Discovery Items” filed concurrently herewith.
: See the “Modified Discovery Items” filed concurrently herewith.
* See the “Modified Discovery ltems” filed concurrently herewith.

7



*

ER 944898547 US

23-27. A reasonable compromise, calculated to produce documents strictly in accordance with the
Board’s discovery limitations, would be to delete Nos. 24-27, and reword No. 232 As so limited, the
request is entirely within the prescribed discovery limits, as it bears upon the abandonment and naked
licensing issues raised in new paragraphs 20 et seq. of the Second Amended Complaint.

28-29. Applicant belicves that a reasonable compromise, calculated to produce documents strictly in
accordance with the Board’s discovery limitations, would be to reword Nos. 28 and 292 As so limited,
the request is entirely within the prescribed discovery limits, as it pertains to separation of the mark from
the associated goods and therefore bears upon the abandonment, fraudulent deed of assignment and naked
licensing issues raised in new paragraphs 20 et seq. of the Second Amended Complaint.

30. In view of new paragraphs 20 et seq. of the Second Amended Answer which raise issues of prior
transfer, assignment in gross, and fraudulent transfer of the marks in suit, this request is entirely proper.
However, applicant suggests a re-worded version by way of clarification.*

31. Applicant hereby withdraws this request, as it is adequately covered elsewhere.

32-34. Such documents may contain statements by X/Open and/or its predecessors in interest to the
effect that X/Open is the successor to the original registrant's ongoing and existing business to which the
registered marks in suit pertain. 1f such statements were made they would be probative of fraud pursuant
to 37 C.F.R. 10.23, knowingly giving false or misleading information or knowingly participating in a
material way in giving false or misleading information to the USPTO, and as at issue raised in new
paragraph 22 at page 6 of the new affirmative defenses, and in paragraph 13 at page 10 of the amended
counterclaim. However, applicant suggests re-wording No. 34.”

35-36. Several, if not many, of such documents may contain a statement by X/Open to the effect that it
is the owner of the registered marks in suit. If such statements were made before the purported 1998

assignment from Novelil to X/Open, they would constitute acts of unclean hands by opposer and would be

%7 See the “Modified Discovery Items” filed concurrently herewith.
 See the “Modified Discovery Items” filed concurrently herewith,
¥ See the “Modified Discovery Items” filed concurrently herewith.
*® See the “Modified Discovery Items” filed concurrently herewith.
*1 See the “Modificd Discovery Items” filed concurrently herewith.

8
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probative of fraud as to true ownership of the registered marks. However, it is suggested that the
reference to “Unix03” should be deleted.”

38. Such documents as are requested here bear upon the naked licensing and abandonment issues
raised in paragraphs 20 et seq. of the Second Amended Answer, at least to the extent that they imply that
opposer is the owner of the marks prior to November 13, 1998. Since a trademark is supposed to function
to identify the source or origin of the marked goods, it is relevant if opposer required such
acknowledgement statements without identifying the true owner of the marks, and with the implication
that X/Open was the owner at that time. [a order to make it more clear and more limited, applicant
suggests a re-worded version.”> As so modified, the request is well within the present limits of discovery.
39-40. Applicant hereby withdraws request No. 39. No. 40 is believed to be appropriate as is: see
comments in 35-36 above.

41-43. Applicant hereby withdraws request No. 41. Requests Nos. 42 and 43 are felt to be appropriate
in that No. 42 deals with separation of the marks from the goods for which they were registered, while
No. 43 deals with abandonment due to naked licensing and SCO’s participation in ownership and control,
as presented in paragraphs 20 et seq. of the Second Amended Answer. However, it would be appropriate
to remove the reference in No. 42 to Unix03, since that is outside the time period of interest.”

44-46. Applicant hereby withdraws request for documents No. 46, considering that, if answered fully,
the other requests will be sufficient. Requests Nos. 44 and 45, however, are relevant in that they deal
with separation of the marks from the goods for which they were registered, and fraudulent material
representation with respect to the proper chain of title to the registrations, as set out in paragraphs 21-22
of the new affirmative defenses, and in paragraph 12 of the amended counterclaim.

47. This request is proper as is, since it is intended to reveal information, including but not limited to
other documents, especially between opposer and Novell and/or SCO, with respect to lack of standing

due to assignment in gross, possible fraudulent transfer of the marks, and abandonment due to naked

32 See the “Modified Discovery Items” filed concurrently herewith.
33 See the “Modified Discovery Items” filed concurrently herewith,
# See the “Modified Discovery Items” fited concurrently herewith.

9
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licensing as set out in the Second Amended Answer beginning with paragraph 20 at page 4 thereof.
49. Applicant agrees with opposer’s comments with respect to this item, since they merely re-state
the rutes. This request, however, still stands.

Second Set of Interrogatories

L Applicant withdraws this interrogatory.

2. Because of certain public statements regarding the marks in suit, the associated goods or services,
their present and past usage, and their ownership (all issues raised in the amended affirmative defenses
and counterclaim), made by highly placed employees of X/Open,” it would be appropriate to determine
such responsibility. For clarification, however, the word “persons” should be replaced by “employees.™®

3-6.  While perhaps not relevant to “Novell’s transfer of the mark” as opposer would have the
discovery limited, these topics are relevant to the amended portion of the answer and counterclaim; it is
submitted that these interrogatories are proper in their present form, and are relevant in that they deal with
separation of the marks from the goods for which they were registered, and fraudulent material
representation with respect to the proper chain of title to the registrations, as set out in paragraphs 21-22
of the new affirmative defenses, and in paragraphs 12-13 of the amended counterclaim.

i This topic is in accordance with this Board’s Order of April 12, 2004. For example, if opposer
has information establishing its legitimate rights as a licensee and Novell's and SCO's legitimate rights as
licensors of the marks in suit, it should provide it; conversely, if it does not have such information, this
will bear upon the abandonment, fraud and naked licensing issues raised in new paragraphs 20 et seq. of
the amended affirmative defenses, and in new paragraphs 10 et seq. of the amended counterclaim,

9.  Applicant agrees that in its broadest sense, the word “all” could be interpreted as covering too much
territory in this case. However, some documents in this area are clearly relevant, and accordingly perhaps

some clarification would be in order, by substituting for the word “concerning” the phrase “interpreting

3 Gee, for example, Exhibit 8 attached to applicant’s Request for Admission and also provided to opposer on
November 25, 2003 as part of applicant’s response to opposer’s request for production of documents (in that

Exhibit, at p.2, opposer’s CEO states, “The Open Group has separated the UNIX trademark from any actual code
stream itself....”).

% See the “Modified Discovery Items” filed concurrently herewith.
10
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and/or explaining and/or specifically questioning” as shown in the reworded version of No. 8.

Although opposer would prefer to limit the consideration of amended material to a counterclaim,
this Board’s decision on April 12, 2004 was not so limited, and applied to all the amendments made,
including a new affirmative defense stated in paragraph 20 beginning at page 4 of the Second Amended
Answer, raising the issue of a prior transfer of the Unix trademarks that was specifically made to SCO,
according to the 1995 Asset Purchase Agreement between SCO as buyer and Novell as seller.

11-15. These questions are in accordance with this Board’s Order of April 12, 2004, although they are
perhaps not relevant to “Novell’s transfer of the mark [to X/Open]” as opposer would have the discovery
limited. Such information would clearly bear on the “continuity of the Unix products” associated with
the marks in suit, as set forth in the Second Amended Answer, specifically new Paragraph 21 at page 5
thereof, relating to lack of standing due to assignment in gross. It appears that earlier assignments (before
the purported one to Novell) properly assigned the Unix marks together with the associated business and
goodwill, while the only subsequent assignment to do so was part of the 1995 asset purchase by SCO.
However, re-wording interrogatory No. 15 would be appropriate.”®

16-17. While perhaps not relevant to “Novell’s transfer of the mark™ as opposer would have the
discovery limited, applicant submits that these topics are in accordance with this Board’s Order of April
12, 2004. Such information would bear on the “continuity of the Unix products™ associated with the
marks in suit, (Second Amended Answer, new paragraphs 21 at page 5 and 22 at page 6 thereof), relating
to lack of standing due to assignment in gross and fraudulent deed of assignment. It currently appears
that opposer's sole claim of transfer of Unix business and/or associated goodwill as defined in the
purported 1998 deed of assignment of the marks in suit from Novell to opposer relates to the transfer of
an alleged business and/or property only identified as the "single Unix specification."

18.  Such documents may contain statements by X/Open to the effect that X/Open is the successor to
the original registrant's ongoing and existing business to which the registered marks in suit pertain. While

perhaps not relevant to “Novell’s transfer of the mark™ as opposer would have the discovery limited, if

%7 See the “Modified Discovery Items” filed concurrently herewith.

11
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such statements were made they would be probative of fraud {pursuant to 37 C.F.R. 10.23, knowingly
giving false or misleading information or knowingly participating in a material way in giving false or
misleading information to the USPTO), an issue raised in new paragraph 22 at page 6 of the new
affirmative defenses, and in new paragraph 13 at page 10 of the amended counterclaim.

19. This question is proper: see comments in 18 above. However, it is suggested that the reference
to “Unix03” should be deleted.”

20. Several, if not many, of such documents may contain a statement by X/Open to the effect that it
is the owner of the registered marks in suit. However, if such statements were made before the purported
1998 assignment from Novell to X/Open, they would constitute acts of unclean hands by opposer and
would be probative of fraud as to true ownership of the registered marks. However, this interrogatory
should refer only to documents prior to the purported 1998 transfer and should be so modified.*

21-22. These interrogatories are in accordance with this Board’s Order of April 12, 2004. While perhaps
not relevant to “Novell’s transfer of the mark” as opposer would have the discovery limited, such
opinions of counsel or expert testimony would clearly bear on the continuity of the Unix marks in suit, as
set forth in the Second Amended Answer, specifically new Paragraphs 20 at page 4 and 21 at page 5
thereof, relating to lack of standing due to prior transfer and assignment in gross. Interrogatory No. 20
should stand as is, but a reasonable compromise, calculated to produce responses strictly in accordance
with the Board’s limitations, would be to re-word interrogatory No. 21.*!

23, Applicant hereby withdraws this interrogatory.

24-25. These interrogatories are relevant to the amendments to the same extent that any other
interrogatory is relevant thereto.

Reguests for Admissions

In general, applicant submits that these requests are squarely on point, merely require a simple

"admit" or "deny" answer, and are well within the boundaries set by this Board’s Order of April 12, 2004.

3 See the “Modified Discovery ltems” filed concurrently herewith.
*? See the “Modified Discovery Items” filed concurrently herewith.
4 See the “Modified Discovery ltems” filed concurrently herewith.

12
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For example, if opposer has knowledge: establishing predecessors’ and/or opposer's ownership of the
marks in suit; of predecessors' and/or opposer's alleged ownership of the business(es) and alleged
transfers of said business(es) pertaining to the marks in suit, of predecessors' and/or opposer's
(re)licensing business; of supervision of the business pertaining to the marks in suit; and/or of
predecessors’ and/or opposer's representations of business(es) pertaining to the marks in suit, so as to
deceive the public and/or the USPTO in any documents or correspondence, it should so acknowledge.
Conversely, if it does not have knowledge, this will bear upon its standing to oppose, an issues raised in
new paragraphs 20 et seq. of the amended affirmative defenses and in new paragraphs 10 et seq. of the
amended counterclaim. Although opposer would prefer to limit discovery to a single transaction, this
Board’s decision on April 12, 2004 was not so limited, and applied to all the amendments made. Detailed
comments on each of opposer’s objections are given below.

1-11. While perhaps only some of these are relevant to “Novell’s transfer of the mark™ as opposer
would have the discovery limited, they relate to Novell's assignment in gross, (new paragraph 21 of the
amended affirmative defenses), and opposer's Unix business as it separated the marks from the products
set out in the original registrations, a topic raised in new paragraph 12 of the amended counterclaim.
12-23. While perhaps not all of these are relevant to “Novell’s licensing of the mark” as opposer wouid
have the discovery limited, they clearly relate to Novell's abandonment due to naked licensing, a topic
raised in paragraph 23 of the amended affirmative defenses, as well as fraudulent material representation
of transfer, as brought up in paragraph 22 of the amended affirmative defenses, opposer's Unix business
as it separated the marks from the products set out in the original registrations, a topic raised in paragraph
12 of the amended counterclaim, and fraudulent material representation as to the Unix business and
goodwili transfer to opposer, an issue raised in new paragraph 13 of the amended counterclaim.

24-26. While perhaps only some of these are relevant to “Novell’s transfer of the mark™ as opposer
would have the discovery limited, they obviously relate to separation of the marks from the products set

out in the original registrations, a topic raised in new paragraph 12 of the amended counterclaim.

“! See the “Modified Discovery Items” filed concurrently herewith.

13
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27-52. These requests are not within the limited scope of discovery urged by opposer, but they clearly
apply to 3 of the topics in the amendment: fraudulent material representation of transfer (paragraph 22 of
the amended affirmative defenses), separation of the marks from the products set out in the original
registrations (new paragraph 12 of the amended counterclaim), and fraudulent material representation as
to the Unix business and goodwill transfer to opposer (paragraph 13 of the amended counterclaim).

66-81. Opposer’s objection is less than clear, but these requests clearly relate to: Novell's assignment in
gross (new paragraph 21 of the amended affirmative defenses); fraudulent material representation of
transfer (new paragraph 22 of the amended affirmative defenses); Novell's abandonment due to naked
licensing (new paragraph 23 of the amended affirmative defenses); Novell's divestiture of the Unix marks
(paragraph 10 of the amended counterclaim); SCO's purchase of the Unix marks (new paragraph 11 of the
amended counterclaim); separation of the marks from the products set out in the original registrations
(new paragraph 12 of the amended counterclaim); fraudulent material representation as to the Unix
business and goodwill transfer to opposer (paragraph 13 of the amended counterclaim), and naked
transfer of rights or transfer in gross (new paragraph 14 of the amended counterclaim).

83-86. Novell’s activities up to the moment of the purported transfer of the mark to opposer are quite
relevant in that they can provide evidence relating to Novell's assignment in gross and fraudulent material
representation of transfer (new paragraphs 21 and 22 respectively of the amended affirmative defenses;
new paragraphs 10-13 of the amended counterclaim as detailed above in No. 66-81).

98-100. While perhaps only some of these are relevant to “Novell’s transfer of the mark” as opposer
would have the discovery limited, they obviously relate to Novell's assignment in gross (paragraph 21 of
the amended affirmative defenses) and separation of the marks from the products set out in the original
registrations, a topic raised in new paragraph 12 of the amended counterclaim.

102. This request relates to Novell's assignment in gross (paragraph 21 of the amended affirmative
defenses); frandulent material representation of transfer (paragraph 22 of the amended affirmative
defenses); and separation of the marks from the products set out in the original registrations, a topic

raised in new paragraph 12 of the amended counterclaim.

14
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104-107. These requests relate to opposer's Unix business as it separated the marks from the products set
out in the original registrations, a topic raised in paragraph 12 of the amended counterclaim.

108-109. These requests relate to fraudulent material representation of transfer (paragraph 22 of the
amended affirmative defenses), and fraudulent material representation as to the Unix business and
goodwill transfer to opposer (paragraph 13 of the amended counterclaim).

113, 115-117. These requests clearly relate to separation of the marks from the products set out in the

original registrations, a topic raised in paragraph 12 of the amended counterclaim.

120-121, 124. These requests relate to fraudulent material representation as to the Unix business and

goodwill transfer to opposer, an issue raised in new paragraph 13 of the amended counterclaim.
127-130. These requests relate to opposet's Unix business as it separated the marks from the products set
out in the original registrations, a topic raised in paragraph 12 of the amended counterclaim.
132-144. These requests relate to both separation of the marks from the products set out in the original
registrations (new paragraph 12 of the amended counterclaim), and fraudulent material representation as
to the Unix business and goodwill transfer to opposer (paragraph 13 of the amended counterclaim).
145-157. These requests relate to fraudulent material representation as to the Unix business and goodwill
transfer to opposer, an issue raised in paragraph 13 of the amended counterclaim.
159-161. These requests relate to opposer’s Unix business as it separated the marks from the products set
out in the original registrations, a topic raised in paragraph 12 of the amended counterclaim.

Since applicant’s requests for admissions are all within the scope of discovery set by the Board in
its April 12, 2004 Order, applicant believes that no changes are warranted.

Novell Subpoena Duces Tecum

Opposer claims that about 81% of applicant’s document requests and topic designations to Novell
were outside the proper scope of discovery, but applicant believes that all were appropriate and well
within the limits set by this Board in its Aprit 12, 2004 Order. Below are specific responses to each of
opposer’s objections.

1-4.  Applicant believes that a reasonable compromise, calculated to produce documents strictly in

15
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accordance with the Board’s discovery limitations, would be to reword Nos. 1-4.*

Such documents would clearly bear on the “continuity of the Unix products” associated with the
marks in suit (new paragraph 21 of the amended affirmative defenses, relating to lack of standing due to
assignment in gross). It appears that earlier assignments (before the purported one to Novell) properly
assigned the Unix marks together with the associated business and goodwill, while the only subsequent
assignment to do so was part of the 1995 asset purchase by SCO.

5. This request is proper in its present form. Such documents would clearly bear on the “continuity
of the Unix products” associated with the marks in suit (new paragraph 21, amended defenses, on lack of
standing due to assignment in gross), and new paragraph 23, on the issue of abandonment due to naked
licensing. Indeed, all documents relating to all assignments and licenses of the marks in suit are relevant
to the standing and abandonment issues about which discovery is to be had.

6. Applicant hereby withdraws this request for documents.

7-9.  The history of ownership of the marks in question as well as the products with which those marks
were and are associated is a very important part of this case. As such, it permeates all of the issues raised
in the amended affirmative defenses and counterclaim, as it bears directly on exactly what it was that
each entity owned at any given time, and what each entity in the chain of title properly assigned at any
given point in time. These requests therefore are proper in their present form.

10. This request is proper in its present form. Such documents, if they exist, would clearly bear on
the “continuity of the Unix products™ associated with the marks in suit (new paragraph 21, amended
defenses, on lack of standing due to assignment in gross), and new paragraph 22 at page 6, on fraudulent
material representation of transfer deed, and in new paragraphs 12-13 of the amended counterclaim.
Indeed, all documents relating to all assignments and licenses of the marks in suit are relevant to the
standing, abandonment and fraud issues about which discovery is to be had.

14. This request is proper in its present form. Such documents would clearly bear on the lack of

standing due to abandonment associated with the marks in suit (new paragraph 20, amended defenses, on

2 See the “Modified Discovery Items” filed concurrently herewith.
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prior transfer), and fraudulent material representation of transfer deed (new paragraph 22, amended
defenses), and in new paragraphs 10-13 of the amended counterclaim. Indeed, all documents relating to
assignments and licenses of the marks in suit are relevant to the standing, abandonment and fraud issues.
16. This request is proper in its present form. Such documents would clearly bear on the lack of
standing due to abandonment and fraudulent representation to the USPTO associated with the marks in
suit (paragraphs 21 and 22, amended defenses, as detailed above in No. 10, and in new paragraphs 12-13
of the amended counterclaim). Indeed, all documents relating to all assignments and licenses of the
marks in suit are relevant to the standing, abandonment and fraud issues.

17. Such documents as are requested here bear upon the naked licensing and abandonment issues
(paragraphs 20 et seq. of the Second Amended Answer), at least to the extent that they imply that opposer
is the owner of the marks prior to November 13, 1998 (e.g. did the true owner, if there was one, fail to
supervise the use of the mark for several years?). Since a trademark is supposed to function to identify
the source or origin of the marked goods, it is relevant if such acknowledgement statements were required
without identifying the true owner of the marks, and with the implication that X/Open was the owner at
that time. In order to make it more clear and more limited, applicant suggests a re-worded version.” As
so modified, the request is well within the present limits of discovery.

18. Several, if not many, of such documents may contain a statement by X/Open to the effect that it
is the owner of the registered marks in suit. If such statements were made before the purported 1998
assignment from Novell to X/Open, they would constitute acts of unclean hands by opposer and would be
probative of fraud as to true ownership of the registered marks.

19. Applicant hereby withdraws this request for documents.

20. This request is proper as is, since it is intended to reveal information, including but not limited to
other documents, especially between Novelt and opposer and/or SCO, with respect to lack of standing
due to assignment in gross, possible fraudulent transfer of the marks, and abandonment due to naked

licensing as set out in the Second Amended Answer beginning with paragraph 20 at page 4 thereof.

* See the “Modified Discovery Items” filed concurrently herewith.
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21, Applicant hereby modifies this production request to bring it clearly within the present limits of
discovery, relating to the association of goods with the marks in suit.*

SCO Document Requests

1-53.  Applicant believes that a reasonable compromise, calculated to produce documents strictly in
accordance with the Board’s discovery limitations, would be to reword Nos. 1-5. »

Such documents would clearly bear on the “continuity of the Unix products” associated with the
marks in suit (new paragraph 21 of the amended affirmative defenses, relating to lack of standing due to
assignment in gross}. It appears that earlier assignments (before the purported one to Novell) properly
assigned the Unix marks together with the associated business and goodwill, while the only subsequent
assignment to do so was part of the 1995 asset purchase by SCO.

6. This request is proper in its present form. Such documents would clearly bear on the “continuity
of the Unix products” associated with the marks in suit (new paragraph 21, amended defenses, on lack of
standing due to assignment in gross), and new paragraph 23, on the issue of abandonment due to naked
licensing. Indeed, all documents relating to all assignments and licenses of the marks in suit are relevant
to the standing and abandonment issues about which discovery is to be had.

7-8.  Applicant hereby withdraws these requests for documents.

9-12. The history of ownership of the marks in question as well as the products with which those marks
were and are associated is a very important part of this case. As such, it permeates all of the issues raised
in the amended affirmative defenses and counterclaim, as it bears directly on exactly what it was that
each entity owned at any given time, and what each entity in the chain of title properly assigned at any
given point in time. These requests therefore are proper in their present form.

13. This request is proper in its present form. Such documents would clearly bear on the “continuity
of the Unix products” associated with the marks in suit (paragraphs 21 and 23, amended defenses, and as
detailed above in No. 6, and in new paragraphs 12-14 of the amended counterclaim). Indeed, all

documents relating to all assignments and licenses of the marks in suit are relevant to the standing and

* See the “Modified Discovery Items” filed concurrently herewith.
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abandonment issues about which discovery is to be had.

17-18. Opposer’s “statement” is not really an objection, and in fact there seems to be agreement that
these requests are proper. The documents already available seem to indicate otherwise, but even if
opposer’s “statement” is correct, it should be made by the deponent, not by opposer.

19. Opposer essentially maintains that only that information which it wants applicant to have should
be aliowed by this Board. However, the September 19, 1995 APA clearly assigned the UNIX marks to
SCO, and therefore it is submitted that this request is proper in its present form. Such documents would
clearly bear on the lack of standing due to abandonment associated with the marks in suit (new paragraph
20, amended defenses, on prior transfer), and fraudulent material representation of transfer deed (new
paragraph 22, amended defenses), and in new paragraphs 10-13 of the amended counterclaim. Indeed, all
documents relating to assignments and licenses of the marks in suit are relevant to the standing,
abandonment and fraud issues.

21. This request was limited to documents tending to establish Novell’s ownership of the marks at a
certain time critical in the chain of title. As such, it bears on virtually all of the issues raised in the
amended affirmative defenses and counterclaim.

22, Opposer’s “statement” is not really an objection, and in fact there seems to be agreement that
these requests are proper. The documents already available seem to indicate otherwise, but even if
opposer’s “statement” is correct, it should be made by the deponent, not by opposer.

23. Such documents as are requested here bear upon the naked licensing and abandonment issues
{paragraphs 20 et seq. of the Second Amended Answer), at least to the extent that they imply that opposer
is the owner of the marks prior to November 13, 1998 (e.g. did the true owner, if there was one, fail to
supervise the use of the mark for several years?). Since a trademark is supposed to function to identify
the source or origin of the marked goods, it is relevant if such acknowledgement statements were required

without identifying the true owner of the marks, and with the implication that X/Open was the owner at

** See the “Modified Discovery Items” filed concurrently herewith.
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Rule 26(b)(1) of the Federal Rules of Civil Procedure permits discovery regarding any matter, not
privileged, which is relevant.®® At the present juncture, relevance is rather broadly defined by the Board’s
Order of April 12, 2004, but limited to the issues of the amended pleading. Applicant timely submitted
discovery requests and sought to take third party depositions of previous owners of the marks in suit, but
opposer effectively thwarted that entire effort by filing the present motion for a protective order, and
coordinating its objections with the third party deponents. The end effect has been to halt the legitimate
discovery process and further delay these proceedings.

In its basics, opposer’s arguments are that the only relevant issue is the purported transfer of the
marks to X/Open from Novell, and that applicant’s requests are generally too burdensome. As shown
above, the Board’s description of the permitted discovery (“at a minimum”) is intended to develop fully

k)

the ownership aspects of this dispute, and not limit it to “Novell’s transfer of the mark [to opposer].” In
addition, applicant has narrowed his requests considerably. However, considering the complexity of this
case’! it is not amenable to just a few discovery requests.”

Where a party contends that the sought discovery is unduly burdensome, it must come forward
with specific information about how each item of discovery is objectionable by offering evidence
revealing the nature of the burden.® And it is clear that the mere fact that discovery requires work and
may be time consuming is not sufficient to establish undue burden.* Because admission requests serve
the "highly desirable" purpose of eliminating the need for proof of issues at trial, there is a "strong
disincentive" to finding an undue burden.”

Opposer claims undue burden by simply referring to the number of pages and requests. These

numbers alone, however, are insufficient to establish undue burden, particularly where, as here, the

“> Opposer’s motion at 18.

30 See Oppenheimer Fund, Inc. v. Sanders, 437 U.S. 340, 351, 98 S. Ct. 2380 (1978) [during the discovery stage, the
concept of relevance should be construed very broadly].

3! Apparently no less that 6 companies either have claimed or now claim ownership of the Unix marks and/or the
inteltectual property that is unrelated to Opposer's present Unix mark certification business.

52 See the Board’s April 12, 2004 Order at 8-9.

* Roesberg v. Johns-Manville Corp., 85 F.R.D. 292, 296, (E.D. Pa. 1980).

* Fagan v, District of Columbia, 136 F.R.D. 5, 7 (D.D.C. 1991); see aiso Isaac v. Shell Oii Co., 83 F.R.D. 428, 431
(E.D. Mich. 1979) (discovery may not avoided "merely because it may involve 'inconvenience and expense™).

* See Al-Jundi v. Rockefeller, 91 F.R.D. 590. 594 (W.D.N.Y. 1981).
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requests are relatively straightforward, all of the requests address the issues raised in applicant's amended
Answer, Affirmative Defenses and Counterclaim, and opposer's answers may help narrow the issues.*
Blanket assertions of undue burden are not acceptable.”” Indeed, in the context of other Federal cases,
courts also have refused to strike requests for admissions containing greater number of requests on
grounds of undue burden.”®

Opposer's reliance on Wigler v. Electronic Data Systems Corp., 108 F.R.D. 204 (D. Md. 1985} is
misplaced. The extent of permissible discovery is necessarily determined on a case-by-case basis taking
into consideration the complexity of the issues and the type and number of parties. Wigler, in which the
court found 1,664 admissions (over 10 times the number at issue here) to be impermissible, involved a
single plaintiff employment discrimination suit. That is a far cry from the matter here which involves
marks with a complex history of ownership transfers and (re)licensing agreements. Indeed, the court” in
Wigler limited its decision to the facts before it and recognized that in other circumstances such as
"{w]here a case is particularly complex, a large number of requests for admissions may be justifiable."

Opposer’s repeated attempts to limit discovery to a single transaction, namely the transfer of the
mark from Novell to X/Open, totally ignores the issues raised in new paragraphs 20 et seq. of the
amended Affirmative Defenses and in new paragraphs 10 et seq. of the amended Counterclaim—new
issues that the Board has indicated® to be “at a minimum” appropriate for discovery. Opposer claims that
all relevant information “...concerning the transfer of the UNIX mark from Novell to X/Open [i.e. the
entire case, in its view] can be easily obtained from public sources or X/Open.™' This claim is echoed by
counsel for third party deponent Novell, who states that SCO will be providing certain “documents that

resolve Mr. Gray’s claim.”” Indeed, such documents were provided,” but the undersigned counsel is not

% See Roesberg, supra, at 297.

57 Josephs v. Harris Corp.., 677 F.2d 985, 992 (3d Cir. 1982).

% See, e.g., Duncan v. Santaniello, 1996 Lexis 3860, at *3 (D. Mass. 1996) (292 requests); Berry v. Federated Mut.
Ins. Co., 110 F.R,D, 441, 43 (N.D. Ind. 1986) (244 requests); Photon, Inc, v, Harris Intertype, Inc,, 28 F.R.D. 327,
28 (D. Mass. 1961) (requests requiring 704 separate answers).

% See Wigler, supra, at 206.

% Order dated April 12, 2004, at 10.

5! Opposer’s motion at 20.

%2 Exhibit 4 attached hereto (first, second and last pages only) at 2.

¢ Exhibit 8 attached hereto.
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permitted to show them to his client! Also, they raised several new issues. In addition, it has just been
noted by the undersigned counsel that Novell had to admit that it didn’t have a very important document
in its files.® Clearly, opposer secks to completely control and limit all discovered material to that which
will support its position, and no other, rather than cooperate in seeking to determine the truth. Opposer's
attempt to limit discovery to just one predecessor and one transaction is a blatant attempt to delay the case
and obstruct justice in that limiting discovery to such a narrow focus would block discovery of chain of
title pursuant to 37 C.F.R. §3.73(b) and thereby block discovery of ALL amended affirmative defenses
and counterclaims, guaranteeing that applicant's amended affimmative defenses and counterclaim
discovery would be rendered impotent. If successful, this attempt will likely be dispositive in this case.
Conclusion

The ownership and handling of the marks in suit is obviously quite complex, and applicant is
properly attempting to discover the truth of this matter. Opposer’s present motion for a protective order,
urging that “...X/Open and X/Open’s licensees should be relieved of any obligation to respond to Gray’s
discovery requests, and the Board’s April 12, 2004 order should be modified to deny Gray any discovery

on the issues raised by his second amended counterclaim or otherwise"’

is a bold attempt—successful to
this point—to delay this matter and obstruct the determination of the truth. We must have struck a nerve.

Applicant’s discovery requests, as presently amended, should be allowed, including the third
party requests, and applicant respectfully requests that the Board additionally impose appropriate

sanctions upon opposer. It is suggested that sanctions appropriate under these circumstances would be to

order that applicant’s responses to opposer’s requests for admissions be accepted, as requested in

%4 See the press release attached hereto as Exhibit 9 [Novell didn’t have Amendment 2 to the APA in its files].
% Opposer’s motion at 21-22.
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applicant’s pending motion filed January 27, 2004.

Respectfully spbmitted,

David T, Partlow, FBN 239
Josiah E. Hutton, FBN 793851

David L. Partlow, P.A.

4100 W. Kennedy Blvd., Suite 210
Tampa, FL 33609-2244

(813) 287-8337; FAX (813) 287-8234
Counsel for Applicant

CERTIFICATE OF EXPRESS MAILING

"Express Mail" mailing label number: ER 944898547 US

I hereby certify that this paper or fee is being deposited with the United States Postal Service
"Express Mail Post Office to Addressee” service under 37 CFR 1.10 on the date indicated above and is
addressed to the Assistant Commissioner for Trademarks, 2900 Crystal Drive, Arlington, Virginia 22202-

3513 on Lovy .

Dite

CERTIFICATE OF SERVICE

I HEREBY CERTIFY that a true and correct copy of the foregoing document has been furnished
by (2N to Evan A. Raynes, Esquire, at Finnegan, Hepderson, Farabow, Garrett, &
Dunner, L.L.P., 1300 I Street, N.W., Washington, D.C. 20

ZW.

24


























































































